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Remarks *^K®28», 
This Amendment is in response to the Office Action dated April 26, 2006. ' SEP 2 0 

35 USC 112 rejections 
Claim 21 has been amended to address this rejection. 

35 USC 102(b)/103(a) rejections 

(i) GB2371555 

The reference poly oxy ethylene polyoxypropylene alkyl ether is obtained by addition- 
polymerization of propylene oxide and ethylene oxide with a linear or branched higher alcohol 
(see page 9, lines 23-27). Thus, thi) alkyl group R in the reference polyoxyethylene 
polyoxypropylene alkyl ether is a residue obtained by removing a hydroxyl group (-OH) from the 
higher alcohol. 



In contrast, the claimed reaction product is produced by a reaction between poly alky lene 
oxide and glycerin, l,2,3-trimetho>y propane, ethylene glycol, 1,2-diethoxy ethane, diethyl ether 
or methyl acetate and includes poh oxyethylene polyoxypropylene alkyl ether However, the 
polyoxyethylene polyoxypropylene alkyl ether is distinct from the reference polyoxyethylene 
polyoxypropylene alkyl ether, as explained below. 



Glycerin, HOCH 2 CH(OH)CH20H, has a number of carbon atoms of 3 and has no alkyl 
group. Since glycerin has no alkyl group, the reaction product produced by a reaction between 
polyalkylene oxide and glycerin includes no polyoxyethylene polyoxypropylene alkyl ether 
Accordingly, the reaction product produced by a reaction between polyalkylene oxide and 
glycerin is distinct from the reference polyoxyethylene polyoxypropylene alkyl ether 



1,2,3-trimethoxy propane, MeOCH2CH(OMe)CH 2 Ome, has a number of carbon atoms of 
6 and has three methyl groups. The reaction product produced by a reaction between 
polyalkylene oxide and 1,2,3-trimeilioxy propane includes polyoxyethylene polyoxypropylene 
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alkyl ether. However, since the alfeyl groups contained in 1,2,3-trimethoxy propane are methyl 
groups, said polyoxyethylene polyoxypropylene alkyl ether is inevitably polyoxyethylene 
polyoxypropylene methyl ether. Hut is, the alkyl group in said polyoxyethylene 
polyoxypropylene alkyl ether is methyl group and differs substantially from the alkyl group R in 
the reference polyoxyethylene polyoxypropylene alkyl ether Accordingly, the reaction product 
produced by a reaction between polyalkylene oxide and 1,2,3-trimethoxy propane is distinct from 
the reference polyoxyethylene polyoxypropylene alkyl ether 

Ethylene glycol, HOCHaCH>OH, has a number of carbon atoms of 2 and has no alkyl 
group. Since ethylene glycol has nc alkyl group, the reaction product produced by a reaction 
between polyalkylene oxide and ethylene glycol includes no polyoxyethylene polyoxypropylene 
alkyl ether. Accordingly, the reacti on product produced by a reaction between polyalkylene oxide 
and ethylene glycol is distinct from the reference polyoxyethylene polyoxypropylene alkyl ether 

1 ,2-diethoxy ethane, EtOC] feCIfeOet, has a number of carbon atoms of 6 and has two 
ethyl groups. The reaction product produced by a reaction between polyalkylene oxide and 1,2- 
diethoxy ethane includes polyoxyelhylene polyoxypropylene alkyl ether However, since the 
alkyl groups contained in 1,2-diethaxy ethane are ethyl groups, said poly oxy ethylene 
polyoxypropylene alkyl ether is inevitably polyoxyethylene polyoxypropyleneethyl ether. That 
is, the alkyl group in said polyoxyethylene polyoxypropylene alkyl ether isethyl group and 
differs substantially from the alkyl group R in the reference polyoxyethylene polyoxypropylene 
alkyl ether. Accordingly, the reacti on product produced by a reaction between polyalkylene 
oxide and 1,2-diethoxy ethane is distinct from the reference polyoxyethylene polyoxypropylene 
alkyl ether 

Diethyl ether, EtOEt, has a mumber of carbon atoms of 4 and has two ethyl groups. The 
reaction product produced by a rea;ion between polyalkylene oxide and diethyl ether includes 
polyoxyethylene polyoxypropylene 1 alkyl ether However, since the alkyl groups contained in 
diethyl ether are ethyl groups, said polyoxyethylene polyoxypropylene alkyl ether is inevitably 
polyoxyethylene polyoxypropylene -sthyl ether. That is, the alkyl group in said polyoxyethylene 
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polyoxypropylene alkyl ether isetliy] group and differs substantially from the alkyl group R in 
the reference polyoxyelhylene polyoxypropylene alkyl ether. Accordingly, the reaction product 
produced by a reaction between pclyalkylene oxide and diethyl ether is distinct from the 
reference polyoxyethylene poly ox] -propylene alkyl ether 

Methyl acetate, MeCOOMu.. has a number of carbon atoms of 3 and has two methyl 
groups. The reaction product produced by a reaction between polyalkylene oxide and methyl 
acetate includes polyoxyethylene jolyoxypropylene alkyl ether However, $ince the alkyl groups 
contained in methyl acetate are methyl groups, said polyoxyethylene polyoxypropylene alkyl 
ether is inevitably polyoxyethylene. polyoxypropylenemethyl ether. That i$, the alkyl group in 
said polyoxyethylene polyoxypropylene alkyl ether ismethyl group and differs substantially from 
the alkyl group R in the reference polyoxyethylene polyoxypropylene alkyl ether Accordingly, 
the reaction product produced by a ]*eaction between polyalkylene oxide and methyl acetate is 
distinct from the reference polyoxj rthylene polyoxypropylene alkyl ether. 

In view of the foregoing, the polishing composition of the claimed invention is not 
anticipated nor suggested by the reference. Accordingly, the subject matter of all presently 
pending claims is novel and inventive in view of the reference. 

(ii) Orii et aL US 6,444,132 

The reference discloses twe kinds of polishing compositions. One is a first polishing 
composition comprising a polyol v ith a molecular weight of from 300 to 20,000, a polishing 
powder, a dispersion medium, and cptionaUy a surfactant. Another is a second polishing 
composition comprising a sulfur-containing oiganomolybdenum compound, a polishing powder, 
a dispersion medium, and at least cne member selected from the group consisting of surfactants, 
polymeric compounds, and surface modifiers. The examiner alleges that "it is the examinees 
position that one skilled in the art \/ouid have appreciated that the polymeric compounds 
includes the polyols of the reference, thus the reference, as a whole, reads on the claimed 
combination." We disagree. Although the reference does not explicitly describe what 
compounds are included in the polymeric compounds, the polymeric compounds are contextually 
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any of surfactants, polymeric surface modifiers, and coupling agents described in column 8, line 
9 to column 9, line 36. In addition, since the first and second polishing compositions are distinct 
from each other, it is unreasonable lo state that one skilled in the ait would have appreciated that 
the polymeric compounds (to be contained in the second polishing composition) includes the 
polyols (to be contained in the firsl polishing composition). Accordingly, the rejections on the 
basis of this reference are based on "Hindsight and are improper. 

Conclusion 

It is respectfully sul emitted that all of the claims, as amended, are patentable Over 
the cited references. Any early noiice to that effect is earnestly solicited. 



Date: September 20, 2006 



6109 Blue Circle Drive, Suite 2000 
Minnetonka, MN 55343-9185 
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